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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-9, 17-20, 28, 29 and
33-43, which constitute all the clainms remaining in the
appl i cation.

The disclosed invention pertains to a self-oscillating
inverter ballast for supplying power to a | oad such as a
fl uorescent | anp.

Representative claim1l is reproduced as foll ows:

1. An inverter powered from a constant-nmagnitude DC
vol tage by way of a first sub-assenbly and providing, between
a first and a second output termnal, an alternating output
vol t age having a periodic and substantially sinusoidal
waveshape, sai d waveshape having a cyclical period, said first
sub-assenbly being operative to cause any current flow ng from
the DC voltage supply to the inverter to remain substantially

constant during the time-length of said cyclical period, said
i nverter conprising:

a first and a second pair of series-connected
switching transistors, each transistor having a control input

! Appédllant’s claims 30-40 added by amendment on August 29, 1995 were respectively
renumbered by the examiner as claims 33-43 pursuant to 37 CFR § 1.126.

2



Appeal No. 1997-3995
Application No. 07/952, 303

termnal, said first pair of transistors each having a
termnal that is connected with a first junction, said second
pair of transistors each having a termnal that is connected
with a second junction; the first and second junctions being
gal vanically connected with the first and second out put

term nals, respectively; and

second sub-assenbly connected between said junctions and
incircuit wwth each transistor’s control termnal, said
second
sub-assenbly conprising a tuned circuit and a third sub-
assenbly functional to cause said transistors to switch on and
off in atime-pattern operative to cause said output voltage
to have said periodic and substantially sinusoidal waveshape.

The exam ner relies on the follow ng references:

Bur ke 4,277,726 July 07, 1981
Wal den 4, 346, 332 Aug. 24, 1982
Ni | ssen 5,189, 342 Feb. 23, 1993

The followi ng rejections have been nade agai nst the
cl ai ns:

1. Cdainms 1-9, 17-20 and 33-43 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over the teachings of
Wal den in view of Burke.

2. Clainms 28 and 29 stand rejected under 35 U.S.C. §
103 as bei ng unpatentabl e over the teachings of Burke taken
al one.

3. Cains 1-9, 17-20, 28, 29 and 33-43 stand rejected
under the judicially created doctrine of double patenting over
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clainms 1-19 of N lssen “since the clainms, if allowed, would
inproperly extend the ‘right to exclude’ already granted in
the patent” [answer, page 4]. Although this rejection was
desi gnated as a new ground of rejection in the answer,
appel | ant had been responding to a double patenting rejection
made on this basis all during the prosecution. Therefore,

appellant’s failure to

respond to this “new rejection does not lead to dismssal of
t he appeal as indicated by the exam ner.

Rat her than repeat the argunments of appellant or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s

rationale in support of the rejections and argunents in
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rebuttal set forth in the exam ner’s answer.
It is our view, after consideration of the record
before us, that the exam ner has failed to provide us with a

record which establishes a prima faci e case of obvi ousness or

of double patenting for any of the clainms on appeal.
Accordi ngly, we reverse.

We consider first the rejections of the clains under
35 US.C. 8§ 103. In rejecting clains under 35 U S.C. § 103,
it is incunmbent upon the exam ner to establish a factual basis
to support the | egal conclusion of obviousness. See In re
Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr
1988). In so doing, the examner is expected to make the

factual determ nations set forth in Gahamv. John Deere Co.

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to combi ne
prior art references to arrive at the clained invention. Such
reason nust stem from sone teachi ng, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudki n-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438
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(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,
the burden then shifts to the applicant to overcone the prina
facie case with argunment and/or evidence. bviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunments. See |Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunments actually made
by appel | ant have been considered in this decision. Argunents
whi ch appel | ant coul d have made but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

Wth respect to independent clains 1, 17, 38 and 42,
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t he exam ner points out certain teachings of Wal den and Burke
and concludes that “[i]t would have been obvious to person of
ordinary skill at the time the invention was made to conbi ne
the references of Burke and Walden in the configuration set
forth by applicant’s invention because Wal den switches all ow
for the convenient switching to drive a discharge | anp and
Burke allows the rapid starting of fluorescent |anp system
over a first and second tinme interval thereby facilitating
timng and controlling of the oscillator circuit” [final
rejection, page 4].

Wth respect to claiml1, appellant argues that Wl den
does not generate an output voltage that is periodic and
substantially sinusoidal as asserted by the exam ner. The
exam ner does not respond to this argunent. Appellant points
to additional specific features of claim1l and asks the
exam ner to point out how these specific features are rendered
obvious by the applied prior art. The exam ner does not
respond to this argunment. Appellant points to the exam ner’s
reasoni ng in support of obviousness quoted above and argues
that the reasoning makes no sense because there is no

notivation to conbine the teachings of Burke with More and
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there is no benefit to be gained as asserted by the exam ner.
The exam ner does not respond to this argunent. The exam ner
sinply refers to the final rejection which never responded to
t hese argunents and only addressed a rejection nade on
references to Burke and Steigerwald but not to the rejection
based on Wal den and Bur ke.

It is sufficient to note that the exam ner has utterly

failed to establish a prima facie case of obvi ousness. | n our

vi ew, appellant has rai sed several |egitimate questions
regardi ng the teachings of the applied prior art which have
gone unanswered by the exam ner. Since the exam ner has not
addressed the differences asserted by appell ant between the
invention of claim1 and the teachings of the applied prior
art, the exam ner has not net his burden of establishing a

prima faci e case of obviousness. Therefore, we do not sustain

the rejection of claim1l1l or of clains 2-9 which depend
therefrom Since independent claim42 has |[imtations simlar
to claim1, we do not sustain the rejection of claim42.

Wth respect to independent claim 17, appellant again
points to specific features of the claimand argues that the

exam ner has not identified any elenments in the applied prior
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art which teach or suggest these claimlimtations. The
exam ner again offers no response. Therefore, we do not
sustain the rejection of clains 17-20 for the sanme reasons
di scussed above.

Wth respect to independent claim 28, the exam ner
points out certain teachings of Burke and concludes that “it
woul d have been obvious to a person of ordinary skill at the
tinme the invention was nade to have a center [tap] on the
input side to filter out any residual frequencies as noted by
the use of filtering capacitors (32, 33) of Burke” [final
rejection, page 5].

Appel I ant argues that Burke does not teach the
specific features of the DC voltage source. The exam ner does
not respond to this argunent. Appellant addresses the
exam ner’ s reasoni ng behind his concl usi on of obvi ousness and
di sputes that a center tap would filter out residual
frequenci es as clained. The exam ner does not respond to this
argunment. Appellant argues that the clained arrangenent is
operative to provide an AC voltage between the inverter out put
termnal and the center tap and that the exam ner has failed

to address this feature. The exam ner does not respond to
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this argunent. Appellant argues that the specific features of

the inverter recited in claim28 have not been addressed by

t he exam ner. The exam ner does not respond to this argunent.
For the same reasons di scussed above, the exam ner has

failed to establish a prima facie case of obvi ousness.

Therefore, we do not sustain the rejection of independent
claim 28 or of clainms 29 and 33-37 which depend therefrom
Since i ndependent claim38 has |[imtations simlar to the
limtations discussed above with respect to other clainms, we
do not sustain the rejection of independent claim 38 or of
clainms 39-41 and 43 which depend therefrom

We now consi der the rejection on double patenting.
The conplete rejection is set forth as foll ows:

Clains 1-9, 17-20, 28-29 and 33-43 are rejected
under the judicially created doctrine of double
patenting over clainms 1-19 of U S. Patent No.
5,189,342 since the clains, if allowed, would

i nproperly extend the “right to exclude” already
granted in the patent.

The subject matter clained in the instant
application is fully disclosed in the patent and
is covered by the patent since the patent and
the application are claimng common subj ect
matter, as follows: They are both directed to
the sane kind of self-oscillatory inverter

ball ast circuits..
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Furthernore, there is no apparent reason why
applicant was prevented from presenting clains
correspondi ng to those of the instant
application during the prosecution of the

application which matured into a patent. 1In re
Schnel l er, 397 F.2d 350, 158 USPQ 210 (CCPA
1968). See al so MPEP 8§ 804 [answer, pages
4-5].

Appel | ant argues that the exam ner has offered nothing
nore than his unsupported assertion that inproper double
patenting is present here. Appellant points to differences
between the clains of the instant application and the clains
of the Nilssen patent, and appellant argues that these clai ned
di fferences preclude the application of the double patenting
rejection. The exam ner does not respond to these argunents.

The exam ner has ternmed this rejection as a judicially
created rejection which may be overcone by the filing of a
termnal disclainmer [answer, page 3]. Accordingly, we view
this rejection as being based on the judicially created
doctrine of obviousness-type doubl e patenting.

As with all rejections, the exam ner has the burden of

presenting a prim facie case of unpatentability. In re

Cetiker, 977 F.2d 1443, 24 USPQRd 1443 (Fed. Cir. 1992). 1In

maki ng an obvi ous doubl e patenting rejection, the exam ner
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nmust denonstrate that each claimof the application is

unpat entabl e over a single claimof a patent. This
denonstration should contain a showing of what is recited in
each respective claimof the application and the correspondi ng
respective single claimof the patent. An analysis of the

di fferences between these clains should then be provided.
Finally, a discussion as to why the artisan would have found
it obvious to nodify the claimof the patent or to conbine the
claimw th additional prior art teachings to arrive at the
application claimnust be presented by the examner. The

exam ner’ s denonstration here contains none of these show ngs.
Since the exam ner has not nmade a proper obviousness anal ysis
with respect to each of the appealed clains, we will not
sustain the double patenting rejection because the exam ner

has not nmet his initial burden of presenting a prim facie

case of unpatentability.
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In summary, we have not sustained any of the
exam ner’s rejections in this appeal because the exam ner has

failed to establish a prima facie case of unpatentability.

Therefore, the decision of the exam ner rejecting clains 1-9,

17-20, 28, 29 and 33-43 is reversed.

REVERSED

Par shotam S. Lal
Adm ni strative Patent Judge

Janmes D. Thomas )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smth )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

JS/ dm
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